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Art Unit: 1762 



Examiner: Frederick J. PARKER 
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NOTICE OF APPEAL & PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Mail Stop After Final 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, Va. 22313-1450 



Sir: 

In Response to the Office Action dated November 21, 2005, Applicant submits 
herewith a Notice of Appeal pursuant 37 C.F.R. § 41 .3 1(a)(1), the claims having been 
twice rejected. Authorization is hereby given to charge the fee of $500.00 set forth in 37 
C.F.R. § 41.20(b)(1), as well as any additional fees necessary, and to credit any 
overpayments, to our deposit account no. 22-0261, referencing our docket no. 29953- 
184828. Applicant further submits herewith a Pre-Appeal Brief Request for Review in 
conjunction with the following Remarks. 



REMARKS 

I. Introduction 

Claims 1-1 1 and 13-20 are pending. Applicant respectfully submits a Notice of 
Appeal pursuant 37 C.F.R. § 4131(a)(1) and concurrently submits a Pre-Appeal Brief 
Request for Review supported by the following remarks. Reconsideration and prompt 
allowance of the application are respectfully requested. 

II. Rejection of Claims 17-20 Under 35 U.S.C, S 112, first paragraph 

At pages 2-3 of the Office Action dated November 21, 2005, claims 17-20 are 
rejected under 35 U.S.C. § 1 12, first paragraph, as failing to comply with the written 
description requirement. The Applicant respectfully traverses this rejection for the reasons 
presented in the Request for Reconsideration filed October 6, 2005. See Req. for 
Reconsideration, pages 1-2. Applicant respectfully submits that at least FIG. 1 provides 
support for the recitation in claims 1 7-20 that "the shields do not hold a threaded 
engagement portion of a finish of the containers" (emphasis added). Accordingly, 
Applicant respectfully requests that the rejection of claims 17-20 under section 1 12, first 
paragraph, be withdrawn. Furthermore, because claims 17-20 have not been rejected as 
being anticipated by or unpatentable over any prior art, Applicant respectfully submits that 
these claims are in condition for allowance. 

III. Rejection of Claims 1-4, 6, 8-12, 15, and 16 Under 35 U.S.C. § 103(a) 

At pages 3-5 of the Office Action, claims 1-4, 6, 8-12, 15, and 16 are rejected under 
35 U.S.C. § 103(a) as being unpatentable over U.S. Patent No. 3,740,259 to Carl et al 
("Carl") in view of U.S. Patent No. 4,667,620 to White.' The rejection is respectfully 
traversed for at least the three reasons presented in the Request for Reconsideration filed 
October 6, 2005. See Req. for Reconsideration, pages 2-4. The Office Action fails to make 
a prima facie case of obviousness for the following reasons: 

(1) there is no suggestion or motivation, either in the references themselves or in 
the knowledge generally available to one of ordinary skill in the art, to modify Carl or to 
combine the reference teachings to meet the limitations of the claimed method (see Req. 

1 Applicant notes that claim 12 was canceled in the Amendment submitted May 23, 2005. 
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for Reconsideration, page 2 line 18 - page 3 line 17; Applicant's Amendment dated May 
23, 2005, at page 9, line 15 - page 10, line 3); 

(2) the combination fails to teach all of the claim limitations {see Req. for 
Reconsideration, page 3 line 18 - page 4 line 3; Applicant's Amendment dated May 23, 



2005, at page 10, lines 3-6); and 

(3) the Office Action uses impermissible hindsight reconstruction based on 
Applicant's disclosure {see Req. for Reconsideration, page 4, lines 4-1 1). 

Accordingly, Applicant respectfully submits that the Office Action fails to 
establish a prima facie case of obviousness and that claims 1-11 and 13-20 are allowable 
over the prior art. 

IV. Rejection of Claims 5, 7, 13 and 14 Under 35 U.S.C. § 103(a) 

The Office Action also rejects claims 5, 7, 13, and 14 under 35 U.S.C. § 103(a) as 
being unpatentable over Carl in view of White, and further in view of "Admitted Prior Art". 
The rejection is respectfully traversed. Claims 5 and 7 depend from claim 1 and, therefore, 
are submitted as being allowable for at least the same reasons. Likewise, independent 
claim 13 includes all of the features recited in claim 1. Claim 14 depends from claim 13. 

V. Conclusion 

In view of the above, it is respectfully submitted that claims 1-11 and 13-20 are 
patentable over the prior art of record. Reconsideration and allowance of the present 
application is respectfully requested. 



Respectfully submitted, 



Date: February 21, 2006 




Stuart I. Smith 
Registration No. 42,159 
Ryan M. Flandro 

Registration No. 58,094 
Venable LLP 
P.O. Box 34385 
Washington, D.C. 20043-9998 
Telephone: (202) 344-4000 
Telefax: (202)344-8300 
Attorney/Representative for Applicant 
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